
MAY 8-14, 2008 ■  VOLUME 4 ■  ISSUE 31 ■  WWW.MLIVE.COM/BUSINESS ■ REPRINT FROM PAGE 12

Unlike companies with only domes-
tic markets, companies that ship prod-
ucts abroad risk having their technolo-
gies copied and exploited by foreign 
competitors.  

As mentioned in our last column, a U.S. 
patent cannot be used to stop the sale of in-
fringing goods in foreign markets, and pat-
ents can only be enforced in the countries 
that granted them. For small businesses, 
obtaining patents around the globe can be a 
daunting and expensive process.  However, 
with proper management of costs, foreign 
intellectual property protection can be a 
valuable business strategy even for small 
companies doing business abroad.   

The careful selection of countries in 
which protection is sought is critical in 
developing a foreign intellectual property 
strategy. Companies should fi rst determine 
which markets are worth protecting, based 
on size of the market and expected sales. 
Competition or the likelihood of new mar-
ket entrants should also be considered. Sig-
nifi cant markets with strong competitors or 
low barriers to entry are suitable candidates 
for foreign patent protection.

A key consideration is the likelihood of 
infringement and the strength of patent en-
forcement. If patents are widely respected 
in a country, they may be worth obtaining. 
However, in countries where infringement 
is frequent and enforcement mechanisms 
are weak, patents may have little value. 
One study suggests that patents have high 
practical value in the U.S., U.K., Australia, 
Canada and the Netherlands, but little value 
in countries such as China, India and Mex-
ico. Of course, the situation may change 

during the life of a patent. Sometimes we 
recommend seeking protection in countries 
whose enforcement mechanisms are cur-
rently weak, especially if their markets are 
signifi cant.

Another consideration is the life cycle of 
the patented product. If a particular coun-
try takes several years to examine and issue 
patents, the market for the patented product 
may have diminished or disappeared by the 
time a patent is obtained, in which case the 
patent may have little practical value.     

Take other steps to minimize the cost 
of foreign patents. If certain countries 
serve as conduits through which infring-
ing goods are likely to pass, it may be 
advisable to seek protection in those ju-
risdictions to disrupt the fl ow of infring-
ing goods. For example, we have worked 
with clients who fi le patent applications in 
Germany and the U.K. to effectively cover 
a large part of Europe, and in Korea and 
Japan to effectively cover a large part of 
Asia. A “European Patent” may also be 
obtained through a single examination. 
However, it must be translated and regis-
tered (for a fee) in every country in which 
it will be enforced.    

Companies may also limit their patent 
fi lings to those core aspects of their tech-
nologies without which competitors will be 
unable to compete effectively.  This strat-

egy will help reduce government fees and 
attorney fees while still protecting your 
core business. 

Typically, a U.S. company will employ 
a U.S. law fi rm to oversee handling of for-
eign applications. A foreign law fi rm will 
then be hired in each country of interest,  
taking direction from the U.S. attorney. 
Each country has its own government fees 
for searching and examining the applica-
tions. In addition, in most foreign jurisdic-
tions, maintenance fees or “annuities” must 
be paid each year during which an applica-
tion is pending as well as each year during 
which a patent is in force. Because of these 
ongoing expenses, it is important that your 
attorneys provide cost estimates for obtain-
ing and maintaining foreign patents from 
the beginning to end. 

As the foregoing suggests, a number of 
legal and business issues affect foreign 
patenting decisions. In addition to obtain-
ing foreign patent rights, you also should 
consider obtaining foreign trademark reg-
istrations, as discussed in our last article 
(Feb. 14-20, 2008). Many of the same con-
siderations discussed above can be used to 
develop a focused foreign trademark fi ling 
strategy. In sum, it is wise to involve coun-
sel and business people early in the pro-
cess. 

■ Attorneys Charles A. Bieneman and 

Steven R. Hansen practice foreign and 

domestic patent prosecution, counseling and 

enforcement at Rader, Fishman & Grauer 

PLLC, a national intellectual fi rm with offi ces 

in Bloomfi eld Hills, Washington D.C., Salt 

Lake City and Tokyo. Contact Bieneman at 

Several issues can influence
exporters’ foreign patenting

IP ANSWERS



<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles true
  /AutoRotatePages /None
  /Binding /Left
  /CalGrayProfile ()
  /CalRGBProfile (Adobe RGB \0501998\051)
  /CalCMYKProfile (AANews_120lpi.icm)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.6
  /CompressObjects /Off
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages false
  /CreateJDFFile false
  /CreateJobTicket true
  /DefaultRenderingIntent /Default
  /DetectBlends true
  /DetectCurves 0.1000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails true
  /EmbedAllFonts true
  /EmbedOpenType true
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 524288
  /LockDistillerParams false
  /MaxSubsetPct 100
  /Optimize true
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness false
  /PreserveHalftoneInfo false
  /PreserveOPIComments true
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts false
  /TransferFunctionInfo /Preserve
  /UCRandBGInfo /Preserve
  /UsePrologue false
  /ColorSettingsFile (None)
  /AlwaysEmbed [ true
  ]
  /NeverEmbed [ true
  ]
  /AntiAliasColorImages false
  /CropColorImages false
  /ColorImageMinResolution 150
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages true
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 300
  /ColorImageDepth -1
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /DCTEncode
  /AutoFilterColorImages true
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.40
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /ColorImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasGrayImages false
  /CropGrayImages false
  /GrayImageMinResolution 150
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages true
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 300
  /GrayImageDepth -1
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /DCTEncode
  /AutoFilterGrayImages true
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.40
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /GrayImageDict <<
    /QFactor 0.15
    /HSamples [1 1 1 1] /VSamples [1 1 1 1]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 30
  >>
  /AntiAliasMonoImages false
  /CropMonoImages false
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages false
  /MonoImageDownsampleType /Average
  /MonoImageResolution 1200
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects true
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile (None)
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /Description <<
    /ENU (August 2007 settings )
  >>
  /Namespace [
    (Adobe)
    (Common)
    (1.0)
  ]
  /OtherNamespaces [
    <<
      /AsReaderSpreads false
      /CropImagesToFrames true
      /ErrorControl /WarnAndContinue
      /FlattenerIgnoreSpreadOverrides false
      /IncludeGuidesGrids false
      /IncludeNonPrinting false
      /IncludeSlug false
      /Namespace [
        (Adobe)
        (InDesign)
        (4.0)
      ]
      /OmitPlacedBitmaps false
      /OmitPlacedEPS false
      /OmitPlacedPDF false
      /SimulateOverprint /Legacy
    >>
    <<
      /AllowImageBreaks true
      /AllowTableBreaks true
      /ExpandPage false
      /HonorBaseURL true
      /HonorRolloverEffect false
      /IgnoreHTMLPageBreaks false
      /IncludeHeaderFooter false
      /MarginOffset [
        0
        0
        0
        0
      ]
      /MetadataAuthor ()
      /MetadataKeywords ()
      /MetadataSubject ()
      /MetadataTitle ()
      /MetricPageSize [
        0
        0
      ]
      /MetricUnit /inch
      /MobileCompatible 0
      /Namespace [
        (Adobe)
        (GoLive)
        (8.0)
      ]
      /OpenZoomToHTMLFontSize false
      /PageOrientation /Portrait
      /RemoveBackground false
      /ShrinkContent true
      /TreatColorsAs /MainMonitorColors
      /UseEmbeddedProfiles false
      /UseHTMLTitleAsMetadata true
    >>
    <<
      /AddBleedMarks false
      /AddColorBars false
      /AddCropMarks false
      /AddPageInfo false
      /AddRegMarks false
      /BleedOffset [
        0
        0
        0
        0
      ]
      /ConvertColors /NoConversion
      /DestinationProfileName (sRGB IEC61966-2.1)
      /DestinationProfileSelector /NA
      /Downsample16BitImages true
      /FlattenerPreset <<
        /ClipComplexRegions true
        /ConvertStrokesToOutlines false
        /ConvertTextToOutlines false
        /GradientResolution 300
        /LineArtTextResolution 1200
        /PresetName ([High Resolution])
        /PresetSelector /HighResolution
        /RasterVectorBalance 1
      >>
      /FormElements true
      /GenerateStructure false
      /IncludeBookmarks false
      /IncludeHyperlinks false
      /IncludeInteractive false
      /IncludeLayers false
      /IncludeProfiles true
      /MarksOffset 6
      /MarksWeight 0.250000
      /MultimediaHandling /UseObjectSettings
      /Namespace [
        (Adobe)
        (CreativeSuite)
        (2.0)
      ]
      /PDFXOutputIntentProfileSelector /DocumentCMYK
      /PageMarksFile /RomanDefault
      /PreserveEditing true
      /UntaggedCMYKHandling /UseDocumentProfile
      /UntaggedRGBHandling /UseDocumentProfile
      /UseDocumentBleed false
    >>
  ]
>> setdistillerparams
<<
  /HWResolution [1200 1200]
  /PageSize [1008.000 1656.000]
>> setpagedevice


